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REMARKS 

The Office Action mailed June 2, 2005 and the Advisory Action mailed October 7, 2005 
have been carefully reviewed and, in view of the above amendments and following remarks, 
reconsideration and allowance of the application are respectfully requested. 

L Snmniary nf rifllniy 

Claims 1-4 are currently pending in the application, with claims 1 and 4 being 
independent claims. Claims 1 and 4 are amended in accordance widi the above amendments. 
No claims are cancelled or added. 

IL Summary of Relectlops 
The following claim rejections were submitted by the Examiner in the outstanding Office 

Action: 

- Claims 1, 2, and 4 are rejected under 35 U.S.C. §102(e) as being anticipated by 
U.S. Patent Number 6,644,495 to Ruskin, et al.; 

• Claims 1 and 4 are rejected under 35 U.S-C. § 102(e) as being anticipated by U.S. 
Patent Number 6.498,965 to Matsumoto; 

• Claims 2 and 3 arc rejected under 35 U.S.C. §103 as being obvious over the 
combination of Ruskin and Matsumoto; and 

• Claim 3 is rejected under 35 U.S.C. § 103 as being obvious over Matsumoto. 

IIL Applied Prior Art 

Discussion of Ruskin 

Ruskin discloses a processing method for vending machine with substitute magazines. 
According to Ruskin, a memory device (e.g., a machine-readable recording mediuxn, and 
preferably a memory chip-mounting smart-card) is utilized **to program the location and prices 
of goods in a vending machine, to record the sale transactions, including the amount of currency 
collected in connection with a previously installed magazine that is being replaced, and to 
provide a fool-proof reconciliation between the contents of a returned magazine and those sale 
transactions" (Ruskin, column 1, lines 54-62). Data associated with goods stored in the vending 
machine and goods sold by the vending machine, for exanq)le, are stored in the memory device 
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(e.g., smart-card). **After entering the password which allows opening of the vendmg machine, 
the sale data accum^ilated by the vending machine is downloaded... onto the service person's 
smart-card. The downloading of the data associated with the previously installed magazine, that 
is being replaced and is to be returned to the processing location terminates the first half of the 
data processing associated with the magazine substitution. The machine, then, extracts. -.firom 
the smart-card, the menu corresponding to the magazine that is about to be installed. The 
machine is now programmed to vend each item in the newly installed magazine upon a payment 
specified on the down-loaded menu"* (Ruskin, column 3, lines 9-20). 

Discussion ofMatsumoto 

Matsumoto discloses a system for controlling a vending machine. Accordii^g to 
Matsumoto, the vending machine includes an input section 103 ^*foT inputting the new control 
program 601, new data 602 used to execute the new control program 601 and a rewriting 
program 603 of the new control program 601 to the transfer control section 104. The specific 
configuration of this input section 103 is determined by a medium used to input the new control 
program 601, etc." (Matsumoto, column 4, lines 24-29). In other words, input section 103 is 
utilized to transfer a new control program, data, and a rewriting program from a memory 
medium to the vending machine. Once the new control program, data, and rewriting program are 
stored in the vending machine, the rewriting program is executed to rewrite the prior control 
program with the new control program, 

IV. Discussion of Independent Claim 1 
Independent claim 1 recites a vending machine having a controller, a storage, and a 
central processing unit. The controller has an interface to which a portable recording medium is 
detachably mountable, and the storage has operation data stored therein. The central processing 
unit executes an operation data transfer program, which is stored in advance in a memory space 
on the portable recording medium moimted to the interface. The operation data transfer program 
transfers the operation data fi-om the storage to the portable recording medium or transfers tiie 
operation data from the portable recording medium to the storage. The central processing unit is 
configured to directly access the memory space to execute the operation data transfer program 
fit)m the portable recording medium. 
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Independent claim 1 is rejected as being anticipated by each of Ruskin and Matsumoto. 
^^A claim is anticipated only if each and every element as set forth in the claim is found, either 
expressly or inherently described, in a single prior art reference.** Verdegaal Bros. v. Union Oil 
Co, of California, 814 F.2d 628, 631, 2 USPQ2d 1051, 1053 (Fed Cir. 1987). In addition to 
other elements, indq>endent claim 1 recites the foUowix^ 

• An operation data transfer program is stored in advance in a memory space on a 
portable recording medium, and 

• The central processing unit directly accesses the memory space to execute the 
operation data transfer program fi:om the portable recording mediimi. 

As discussed in detail below, neither Ruskin nor Matsumoto teach or suggest these elements of 
independent claim 1. Accordingly, neither Ruskin nor Matsumoto anticipate independent claim 
1- 

Discussiojt of Ruskin 

Ruskin discloses that data on a previously-installed magazine and a magazine to be 
installed are stored on the memory device. According to the above discussion of Ruskin, two 
download transactions occur after a password is entered: First, sale data is downloaded to the 
smart-card. Second, "The machine, then, extracts.., from the smart-card, the menu 
corresponding to the magazine fliat is about to be installed'' (Ruskin, column 3, lines 16-18). 

According to independent claim 1, the operation data transfer program is stored in 
advance in a memory space on a portable recording medium. The purpose of the operation data 
transfer program is **to thereby transfer the operation data from said storage to said portable 
recording medium or transfer the operation data from said portable recording medium to said 
storage." The operation data transfer program, therefore, is stored in the memory space of the 
portable recording medium and facilitates the transfer of data between the vending machine and 
the portable recording mediuuL 

In contrast with independent claim 1, Ruskin does not disclose the concept of storing a 
transfer program on a portable memory device. More particularly, Ruskin is effectively silent as 
to the location of a program that transfers data between the vending machine and the smart-card. 
One skilled in the art would be led, however, to believe that such a program is stored in the 
vending machine itself. As stated in Ruskin, *'The machine, then, extracts. . .from the smart-card, 
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the menu corresponding to the magazine that is about to be installed" (Ruskin, column 3, lines 
16-18). This passage suggests that "the machine" includes the necessary program to fecilitate 
data transfer. Accordingly, the Applicants submit that independent claim 1 is allowable over 
Ruskin because Ruskin does not teach or suggest the concq>t of storing an operation data 
transfer program in a memory space on a portable memoiy device. 

Furthermore, Ruskin does not teach or suggest die concept of directly accessing a 
memory space of a portable memory device to execute an operation data transfer program from 
the portable recording device. Given, as discussed above, that Ruskin does not teach or suggest 
the concept of storing the operation data transfer program on the portable memory device, then 
Ruskin cannot teach or suggest executing the operation data transfer program from the portable 
recording mediunL 

Even if Ruskin disclosed the concept of an operation data transfer program that is stored 
in a memory space on a portable recording medium (which Applicants do not concede), Ruskin 
does not disclose tbe concept of directly accessing the memory space to execute the operation 
data transfer program from the portable recording mediimL In Ruskin, data arc stored on a hard 
drive or other storage within the vending machine, and the data are executed from the hard drive 
or other storage within the vending machine. In contrast with independent claim 1, flierefore, 
Ruskin does not teach or suggest executing a program from a portable recording medium. 

As an additional matter, independent claim 1 recites that the central processing unit 
directly accesses the memory space to execute the operation data transfer program. In Ruskin, 
data is transferred from the memoty device to the vending machine. According to independent 
claim 1, however, the memory space is directly accessed to execute the operation data transfer 
program. That is, the transfer program is executed directly from the memory space of the 
portable recording medium, not from a hard drive or other storage in the vending machine. 

Based upon the above discussion, the Applicants submit that independent claim 1 is 
allowable over Ruskin. Claim 2, which depends from independent claim 1, should be allowable 
for at least the same reasons. 

Burden of Proof 

The burden of proof rests with the U.S.P.T.O. (i.e., the Examiner) to show that a claim is 
anticipated by the prior art. More particularly, ''Whenever, on examination, any claim for a 
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patent is rejected... the Director shall notify the applicant thereof, stating the reasons for such 
rejection... together with such information and references as may be useful in judging of the 
propriety of continuing the prosecution of his application" (35 U.S.C. § 132(a)). Furthennore, 
"Once Office personnel have concluded the above analyses of the claimed invention under all the 
statutory provisions, including 33 U.S.C. 101, 112, 102 and lOB, they should review all the 
proposed rejections and their bases to confirm dieir correctness. Only then should any rejection 
be imposed in an OfiBce action. The Office action should clearly communicate the findings, 
conclusions and reasons which support them** (MPEP §2106, en^shasia added). 

The Office Action presents a rejection of independent claim 1, but fails to state the 
reasons for the rejection with information, references, and reasons useful in judging the propriety 
of continuing prosecution of the application, as required by both 35 U.S.C. § 132(a) and MPEP 
§2106. The rejection of independent claim 1 over Ruskin merely states conclusions (i.e., that 
Ruskin discloses various features of independent claim 1) without providing any references as to 
where Aese features are found in Ruskin. That is, the rejection provides no information, 
references, or reasons to support the conclusions of the Examiner. The Applicants submit, 
therefore, that the Examiner has not presented a prima facie case of anticipation and invites the 
Examiner to demonstrate where the various elements of independent claim 1 are disclosed in 
Ruskin. 

Moreover, in a Response filed September 27, 2005, the Applicants also expressly invited 
the Examiner to demonstrate where the various elements of independent claim I are disclosed in 
Ruskin, but no acknowledgement of this invitation or additional e^lanation has been provided. 
As noted above, the Applicants are entitled to a rejection that clearly communicates the findings, 
conclusions and reasons which support them, rather than a rejection that merely restates 
language of the claim without any explanation as to where elements of the claim are found in the 
reference cited against the claim. 

Discussion ofMatsumoto 

As discussed above, Matsumoto discloses that an input section is utilized to transfer a 
new control program, data, and a rewriting program from a memory medium to the vending 
machine. Once the new control prograiii, data, and rewriting program are stored in the vending 
machine, the rewriting program is executed to rewrite the prior control program with the new 
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control program. Accordingly, Matsumoto discloses a process wherein programs are 
downloaded to a hard drive or other storage prior to executing the programs. 

In contrast with independent claim I, Matsumoto does not disclose the concept of an 
operation data transfer program that is stored in advance in a memory space on a portable 
recording medium. Rather* Matsumoto discloses storing a new control program, data, and a 
rewriting program on a memory medium. As discussed with respect to Ruskin, independent 
claim 1 expressly recites that the operation data transfer program is utilized to "transfer the 
operation data from said storage to said portable recording medium or transfer the operation data 
from said portable recording medium to said storage." The operation data transfer program is^ 
therefore, a program that facilitates the transfer of the data. The mere fact that the new control 
program, data, and rewriting program disclosed in Matsumoto are transferred to the vending 
machine does not teach or suggest that the program &cilitating the transfer is stored in a memory 
space on the memory medium. In fact, Matsumoto states that input section 103 of the vending 
machine (not the memory medium) is used "^for inputting the new control program 601, new data 
602. ..and a rewriting program 603. ..to the transfer control section 104" (Matsumoto, column 4, 
lines 24-26). Accordingly, input section 103 of the vending machine facilitates transfer, not an 
operation data transfer program that is stored in advance in a memory space on the memory 
medium. Based upon the above discussion, Matsumoto does not disclose an operation data 
transfer program, as recited by independent claim 1 . 

Furthermore, the AppKcants wish to note that the rewriting program of Matsumoto is not 
disclosed as facilitating transfer between the memory medium and the vending machine. Rather, 
the rewriting program is utilized to replace an old control program with a new program following 
download from the memory medium. 

Even if Matsumoto disclosed the concept of an operation data transfer program that is 
stored in a memory space on a portable recording medium (which Applicants do not concede), 
Matsimioto does not disclose the concept of a central processing unit that directly accesses the 
memory space to execute the operation data transfer program from the portable recording 
medium. In Matsumoto, programs are stored on a hard drive or other storage within the vending 
machine immediately before the programs are executed, and the programs are executed from the 
hard drive or other storage within the vending machine. In contrast with independent claiin 1, 



9 



PAGE11/18'RCVDAT11128/20055:03:16PM [Eastern StM 



11/28/2005 14:05 FAX 5034256801 



Banner & ffitcoff Ltd 



©012/018 



therefore, Matsumoto does not teach or suggest executing a program from a portable recording 
medium. 

As disciissed above, Matsumoto discloses downloading a new control program, data, and 
a rewriting program from a memory medium to the vending machine. Once tiie new control 
program, data, and rewriting program are stored in the vending machine, the rewriting program 
is executed to rewrite the prior control program with the new control program. Accordingly, 
programs and data are downloaded to the vending machine before the programs are executed* In 
contrasti independent claim 1 recites that the central processing unit directly accesses the 
memory space to execute the operation data transfer program from the portable recording 
medium. One manner in which this may be performed is by providixig the CPU with direct 
access to a memory space in the portable recording medium. That is, the CPU may access the 
operation data transfer program without the necessity of downloading the program or oflierwise 
transferring data. Even if executix^ the program includes transferring data from the portable 
recording medium to the vending machine, a program execution operation is performed prior to a 
data transfer operation in independent claim 1. That is, the recitation in independent claim 1 
stating that the operation data transfer program is executed from the portable recording medium 
indicates that a program execution operation is performed prior to a data transfer operation. 

As a related matter, independent claim 1 recites that the central processing unit directly 
accesses the memory space to execute the operation data transfer program. In Matsumoto, a new 
control program, data, and a rewriting program are downloaded from a memory medium to the 
vending machine. Once the new control program, data, and rewriting program are stored in the 
vending machine, the rewriting program is executed to rewrite the prior control program with the 
new control program. According to independent claim 1, however, the memory space is directly 
accessed to execute the operation data transfer program. That is, the transfer program is 
executed directly from the memory space of the portable recording mediimi, not from a hard 
drive or other storage in the vending machine. 

Based upon the above discussion, the Applicants submit that independent claim 1 is 
allowable over Matsumoto. 
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Response to Examiner's Comments 

In response to arguments similar to the above arguments, the Examiner stated that 
according to Ruskin and. Matsumoto "the portable memory devices include new downloadable 
programs for afTecting new operational procedures for the vending machines. The new 
downloadable programs are transfer programs. The new programs are downloaded -from the 
portable medium onto on the vending machines. Therefore, the programs are executed from the 
portable medium'' (Office Action mailed June 2, 2005, page 4, final paragraph). These 
comments are discussed below in the context of Ruskin, but apply in a substantially similar 
manner to Matsumoto. 

Contrary to the Examiner's comments, Ruskin does not disclose flie conc^ of storing 
executable programs on a portable memory device. Rather, Ruskin discloses the concept of 
storing information-^e data on a portable memory device. According to Ruskin, the smart-card 
stores "sale data accumulated by the vendmg machine^^^data associated with- the previously 
installed magazine.... [and] the menu corresponding to the magazine that is about to be 
installed" (Ruskin, column 3, lines 10-18). Data is significantly different than a program. 
Attached to the Response filed on September 27, 2005 were excerpts from the Microsoft 
Computer Dictionary, fourth edition, published by Microsoft Press in Redmond, Washington, 
USA, 1999. According to the Microsoft Computer Dictionary, data is **an item of information" 
(Microsoft Computer Dictionary, page 122). In contrast, a program is a "sequence of 
instructions that can be executed by a computer*' (Microsoft Conq)uter Dictionary, page 359). 
Whereas data is information, a program is a series of instructions. Despite these literal 
definitions, it is recognized that data may be either executable or non-executable. If executable, 
data could be construed as having siinilarities to a program. The disclosure in Ruskin, however, 
would be interpreted by one skilled in the art as relating to non-executable data as it is merely 
information relating to products stored or stocked in the vending machine. Accordingly, Ruskin 
does not disclose programs, as contended by the Examiner. 

Even if one skilled in the art would consider the data to be a program (which the 
Applicants do not concede), the data is not a transfer program. According to the express 
language of independent claim 1, the operation data transfer program is utilized to 'transfer the 
operation data from said storage to said portable recording medium or transfer the operation data 
from said portable recording medium to said storage,^ The operation data transfer program is, 
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therefore, a program that facilitates the transfer of the data. The mere fact that the data disclosed 
m Rusldn may be transferred, does not make the data a program that facilitates data transfer. 
The data disclosed in Ruskin is not, therefore, a transfer program as expressly defined by 
independent claim 1. 

As a final matter, Ruskin does not disclose the concept of executing a program from a 
portable recording medium. Rather, Ruskin discloses the concept of downloading data from a 
smart-card The Bxaminer's comments state that '"programs are downloaded from the portable 
medium onto on the vending machines. Therefore, the programs are executed fi^m the portable 
medium" (0£Gce Action mailed June 2, 2005, page 4, final paragraph), Downloading is 
significantly different than executing. According to the Microsoft Computer Dictionary, 
downloading is *^o transfer a copy of a file from a remote computer to the requesting computer 
by means of a modem or network" Microsoft Computer Dictionaiy, page 153), lii contrast, 
executing is "^o perform an instruction" (Microsoft Computer Dictionary, page 173). Whereas 
downloading involves copying a file, executing involves performing an instruction. 
Accordingly, downloading is not equivalent to executing, and the mere fact that data is 
downloaded does not imply that a program is executed. 



V, Discussion of Obviousness Rejection 
Claims 2 and 3 ,are rejected as being obvious over the combination of Ruskin and 
Matsumoto. The various arguments discussed above for independent claim 1 apply equally to 
claims 2 and 3. As discussed above, independent claim 1 (and therefore dependent claims 2 and 
3) recite that an operation data transfer program is stored in advance in a memory space on a 
portable recording medium, and the central processing unit directly accesses the memory space 
to execute the operation data transfer program from the portable recording medium. To establish 
obviousness, the burden is upon the Examiner to demonstrate that the prior art references teach 
or suggest all claim limitations. That is, aU of the claim limitations must be taught or suggested 
by the prior art. In re Royka, 490 FJ2d 981 (C.C.PJ^.. 1974). Given that neither Ruskin nor 
Matsumoto teach or suggest these elements, then the combination of Ruskin and Matsumoto 
does not teach or suggest these elements. Accordingly, the Applicants respectfully siibmit that 
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claims 2 and 3 are allowable over the combination of Riiskin and Matsumoto for the same 
reasons that are disclosed above with respect to independent claim 1. 

VI, DisciiMlon of Independent Claim 4 

Independent claim 4 recites a portable recording medium having recorded in a memory 
space tberein an c^eration data transfer program. A vending machine inchides a controller 
having an interface to which the portable recording medium is detachably mountable, a storage 
having operation data stored therein, and a central processing unit. The operation data transfer 
program functions as means for transferring operation data from the storage to the portable 
recording medium or transferring the operation data from said portable recording medium to said 
storage. In addition, the central processing unit is configured to directly access the memory 
space to execute the operation data transfer program from the portable recording medium. 

ladependent claim 4 is rejected as being anticipated by each of Huskin and Matsumoto. 
In contrast with independent claim 4, neither Ruskin nor Matsumoto disclose the concept of 
storing a transfer program in a memory space on a portable memory device or the concept of the 
central processing unit being configured to directly access the memory space to execute the 
operation data transfer program from the portable recording medium. Accordingly, the 
Applicants respectfiilly submit that independent claim 4 is allowable over each of Ruskin and 
Matsumoto for at least the same reasons that are disclosed above with respect to independent 
claim 1. 

Vn, Conclusion 

In view of the foregoing, the Applicants respectfully submit that all claims are in a 
condition for allowance, The Applicants respectfully request, therefore, that the rejections be 
withdrawn and that this application now be allowed. 

This Amendment is being filed by fecsimile transmission on November 28, 2005 with a 
Request For Continued Examination and a Petition For Extension of Time. Should additional 
fees or an extension of time be deemed necessary for consideration of this Amendment, such fees 
or extension are hereby requested and the Commissioner is authorized to charge deposit account 
number 19-0733 for payment. If anything further is desirable to place the application in even 
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better form for allowance, the Examiner is respectfully requested to telephone the undersigned 
representative at (503) 425-6800. 



Banner & Witcoff, Ltd. 
1001 G Street, N.W, 
Washington, D.C. 20001-4597 
Telephone: (202)824-3000 

Dated: November 28, 2005 



Respectfully submitted. 



By: Byroft S. KuzarT 

Registration No. 51;255 
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